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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
fcfiod for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Suuus 

1 Responsive to communication(s) filed on 17 February 2004 , 
2a)D This action is FINAL. 2b)[X] This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

i disposition of Claims 

! 4)E><3 Claim(s) 1-11 is/are pending in the application. 

j 4a) Of the above claim(s) is/are withdrawn from consideration. 

| 5)Q Claim(s) is/are allowed. 

j 6)[X] Claim(s) 7-6 and 8-11 is/are rejected, 
j 7)IX) Claim(s) 7 is/are objected to. 

| 8)D Claim(s) are subject to restriction and/or election requirement. 

, Application Papers 

1 9)Q The specification is objected to by the Examiner. 

i 10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be heid in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Mority under 35 U.S.C. § 119 

*2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

All b)Q Some A c)D None of: 
1 •□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) [X] Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 12/10/04 . 
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5) □ Notice of Informal Patent Application (PTO-152) 
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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 2 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Applicant should specify that the percentage being stated is a 
weight percentage. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year. prior to the date of application for patent in the United 
States. 

Claims 1-6, and 9-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yokota et al., JP 58-034870. Yokota discloses a powder composition comprising all of 
the materials disclosed in the abstract. In the first paragraph on page 2 of the 
document, the glass powder is described in terms of a diameter thus the powder is 
clearly made up of solid spheroids. 

Concerning claim 3, Applicant attributes delamination to the stresses imparted by 
the loss of organic functionality from the silicone component under the conditions 
recited by the claim. It is said however that this occurrence is precluded by the 
presence of an additive that soften and flows under these same conditions. Insofar as 
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the composition taught by the reference contains an analogous material, the 
composition would inherently avoid delamination. 

Given that the glass powder has a chemical constitution similar to those 
contemplated in Applicant's Specification, it inherently possesses a specific gravity of 
less than 2 (specific gravity is the same as density for solids). "Products of identical 
chemical composition can not have mutually exclusive properties." A chemical 
composition and its properties are inseparable. Therefore, if the prior art teaches the 
identical chemical structure, the properties applicant discloses and/or claims are 
necessarily present. In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 
1990). 

In the primary embodiment disclosed in the right-hand column of page 3, all of 
the materials mentioned in the abstract are mixed together prior to blending them in the 
melt. The resulting compositions are used as powder coatings on different substrates 
and, in one embodiment, a film derived therefrom has a thickness of 250 microns (page 

3, left-hand column). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yokota et 
aL, JP 58-034870. The reference does not expressly teach this sequence of steps. 
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Rather, as before, they teach a process entailing the admixture of all materials prior to 
melt-mixing. Nevertheless, it has been held that it is obvious to reverse the steps of a 
known process in the absence of any unexpected result derived from the rearrangment 
of steps. Ex parte Rubin , 128 USPQ 440 (Bd. App. 1959) (Prior art reference 
disclosing a process of making a laminated sheet wherein a base sheet is first coated 
with a metallic film and thereafter impregnated with a thermosetting material was held to 
render prima facie obvious claims directed to a process of making a laminated sheet by 
reversing the order of the prior art process steps.). See also In re Burhans, 154 F.2d 
690, 69 USPQ 330 (CCPA 1946) (selection of any order of performing process steps is 
prima facie obvious in the absence of new or unexpected results); In re Gibson, 39 F.2d 
975, 5 USPQ 230 (CCPA 1930) (Selection of any order of mixing ingredients is prima 
facie obvious.). 

Allowable Subject Matter 
Claim 7 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

The ISA has cited EP 950 695 and U.S. 4,657,963 as being particularly germane 
to the presently claimed invention. The Examiner disagrees as none of the compounds 
mentioned as having been added to the silicone had a softening point in the mandated 
range. (The Examiner was unable to actually find softening point data for these 
materials, e.g. mica. Nevertheless, the melting point data was available in the CRC 
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handbook and the melting points reported therein were sufficiently high that there could 
have been no reasonable expectation that the softening point limitations would be . 

satisfied. 

Decker et a!. , U.S. Patent # 6,506,498 is cited as being of interest for its 
description of a siliconer-based powder coating that comprises rod-like glass particles. 
In the Examiner's estimation, this disclosure does not represent an anticipatory 
reference because it cannot be ascertained with any certainty whether or not the glass 
component would inherently satisfy the softening point limitation as its makeup is 
unknown. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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